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DECI SI ON ON APPEAL

This is an appeal fromthe final rejection of clains 1-11,
all the clains in the present application. Caim1lis

illustrative:

! Application for patent filed April 24, 1992,
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1. A method of manufacturing a phase-shifting mask having a
light shielding portion, a |ight perneation portion and a phase-
shifting portion on a transparent substrate, wherein the nethod
conpri ses:

formng a negative resist |layer over the entire surface of
the transparent substrate formed with a light shielding materi al
pattern,

appl yi ng exposure through the rearface of the transparent
substrate and devel opnent to | eave the negative resist |layer on
the light perneation portion,

etching back said negative resist |layer to forma sub-space
bet ween the negative resist layer and the |ight shielding portion
and using said negative resist |layer as a phase-shifting portion.

The exam ner relies upon the follow ng reference as evidence
of obvi ousness:

Ckanot o 5,045, 417 Sept. 3, 1991

Appellant's clainmed invention is directed to a nmethod of
maki ng a phase-shifting mask. The mask conprises a |ight
shielding portion and a |light perneation portion on a transparent
substrate. According to appellant, a "basic feature" of the
cl ai med photolithographic nmethod is exposing the resist through
the rear surface of the substrate, wherein |ight shielding
portions on the substrate are used as the exposure mask (page 7
of appellant's principal Brief, |ast sentence).

Appeal ed clainms 1-11 stand rejected under 35 U.S.C. § 103 as

bei ng unpat ent abl e over kanot o.
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Upon t horough review of the opposing argunents presented by
appel l ant and the exam ner, we agree with appellant that the

exam ner has failed to establish a prima facie case of

obvi ousness for the clainmed subject matter. Accordingly, we wll
not sustain the examner's rejection.

It is well settled that the initial burden of establishing a
basis for denying patentability to a clainmed invention rests upon

the examner. |In re Fine, 837 F.2d 1071, 1074, 5 USPQ2d 1596,

1598 (Fed. Cir. 1988). 1In rejecting clainms under 35 U S. C
8§ 103, it is incunbent upon the exam ner to establish a factual
basis to support the | egal conclusion of obviousness. [d. at

1074, 5 USPQRd at 1598; In re Warner, 379 F.2d 1011, 1017, 154

USPQ 173, 178 (CCPA 1967). In so doing, the examner is required
to provide a reason why one having ordinary skill in the art
woul d have been led to nodify a prior art reference to arrive at
the clained invention. The requisite notivation nmust stemfrom
sone teaching, suggestion or inference in the prior art as a
whol e or from know edge generally avail able to one having

ordinary skill in the art. Uniroyal, Inc. v. Rudkin-Wley Corp.,

837 F.2d 1044, 1050-52, 5 USPQ2d 1434, 1438-40 (Fed. Cr. 1988).
In the present case, the exam ner concedes that although

Ckanot o di scl oses a phase-shifting mask havi ng a sub-space

between the |light shielding portion and the phase-shifting
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portion, the reference does not disclose the clained nethod for
obt ai ning the mask. However, the exam ner concludes "[i]t woul d
have been obvious to one of ordinary skill in the art to use any
art-recogni zed mask manufacturing nethod to produce sub-space
regi ons because of the expected results of such resist exposure
and etching net hods being used to produce a known phase-shifting
mask" (page 3 of Answer, enphasis added).

The fundanental error in the examner's rejection is that no
factual evidence is relied upon to establish the obvi ousness of
the specifically clainmed nmethod steps. Undoubtedly, each of the
cl ai med steps, individually, was known in the photolithographic
arts at the tinme of filing the present invention. However, that
each individual step was known is not sufficient to establish a

prima facie case of obviousness for the particularly clained

mani pul ati ve steps of form ng a phase-shifting mask. Stated
ot herw se, the exam ner has presented no evidence that it was
known in the art to manufacture a phase-shifting nask by the
cl ai med photolithographic steps. For instance, the processes
di scl osed by Okanoto and the Nitayama publication for formng
phase-shifting masks are different than the claimed nethod,

al t hough they include known photolithographic steps.
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I n concl usion, based on the insufficient prior art evidence
presented by the exam ner, we are constrained to reverse the
exam ner's rejection.

REVERSED

JOHN D. SM TH
Adm ni strative Patent Judge

MARC L. CAROFF )
Adm ni strative Patent Judge )
)
)
EDWARD C. KI M.I N ) BOARD OF PATENT
Adm ni strative Patent Judge ) APPEALS AND
) | NTERFERENCES
)
)
)
)
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